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Application Papers 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 21 
August 2006 has been entered. 

Claim Objections 

1. Claim 6 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, 
or rewrite the claim(s) in independent form. 

Claim 6 depends on claim 1 , and is characterized as "an electronic ear plug." 
However, the claim refers to a programmable alarm tone programmer, which is external 
to the ear plug. An ear plug cannot comprise anything external to it. This claim needs 
to be rewritten as a system claim. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 3-10 and 14-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Williams et al. (US Patent 6,906,983) in view of the Atmel 8-bit AVR® Microcontroller with 

1K Byte Flash: Attiny11/Attiny12 specification (Rev. 1006D-AVR-07/03, Copyright 2003). 

Note the secondary reference is being applied in accordance with the rules set forth in 

MPEP § 2131.01(111). 

Claim 1 is limited to "an electronic ear plug for providing a programmable audible 
alarm." It was shown apropos the rejections of claim 1 filed 15 June 2006 and 30 
January 2006 that Williams in view of the Atmel specification anticipates the "audible 
alarm circuit" comprising "a memory," "an interface," "a clock circuit" and "an ear plug." 
The instant amendment has removed the requirement for the memory to be provided 
separately and for the interface to be leadless. Moreover, the countdown timer has 
been reduced merely to the clock circuit, where the clock circuit now incorporates the 
limitations previously associated with an alarm circuit. These broadening amendments 
are then necessarily still disclosed by Williams, and in fact have eliminated the 35 USC 
103(a) rejection concerning "a memory provided separately." However, the instantly 
recited "interface" differs from the previous presented interfaces in that it receives "the 
user-settable time interval and the at least one programmable alarm tone from an 
external source bv which the at least one programmable alarm tone was programmed 
from a plurality of programmable alarm tones " (emphasis original). In essence, the 
applicant is seeking to limit the scope of the electronic ear plug by indicating the 
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process in which the programmable alarm tone element was made; the signature left on 
said element by the manufacturing process must be considered to determine the metes 
and bounds of the claim. Being selected/programmed from a plurality of tones, the at 
least one programmable alarm tone appears to have no physical signature left by the 
manufacturing process. Ergo, this limitation carries no patentable weight. 

The above analysis of the new "interface" limitation notwithstanding, Williams 
discloses in column 2, lines 48-57, that prior art user interfaces integrated with an ear 
plug are cumbersome or awkward to use. In column 2, lines 61-67, Williams discloses 
providing a personal computer with software to enable programming of a time-keeping 
ear plug. In column 3, lines 13-22, Williams discloses providing at least a chirp sound 
with a programmable processor (within the ear plug) as well as the ability to play 
specific sounds— plural . In column 12, lines 1-3, Williams finally discloses providing a 
sound selection mechanism. Ergo, Williams discloses an ear plug and programmer, 
where the programmer provides all user interface to eliminate the awkwardness 
plaguing prior art ear plugs and allows the selection of specific sounds — the specific 
sounds being inherently loaded onto the ear plug at some point through the interface 
discussed in the rejection of claim 1 filed 15 June 2006, namely elements 30 and 31 
seen in figure 3. The inherent downloading corresponds to "interface 30 and 31 
receives the... at least one programmable alarm tone from an external source." It 
follows that since the computer/source providing the user interface enables the 
selection/programming, the computer corresponds to "an external source by which the 
at least one programmable alarm tone was programmed (selected) from a plurality of 
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programmable alarm tones (those stored on the ear plug)." Therefore, Williams in view 
of the Atmel ATtiny12 specification anticipates all limitations of the claim. 

Claim 6 is limited to "an electronic ear plug according to claim 1," as covered by 
Williams in view of the Atmel ATtiny12 specification. The above objection to 
incorporating elements external to the electronic ear plug notwithstanding, it was shown 
apropos the rejection of claim 1 supra that Williams indeed discloses "a programmable 
alarm tone programmer to program (i.e., elect) the at least one programmable alarm 
tone from a plurality of programmable alarm tones." Therefore, Williams in view of the 
Atmel ATtiny12 specification anticipates all limitations of the claim. 

Claim 8 is limited to "an electronic ear apparatus for providing a programmable 
audible alarm." The instant amendments to this claim take the same form mutatis 
mutandis found in claim 1, and are rejected for the same reasons. Therefore, Williams 
in view of the Atmel ATtiny12 specification anticipates all limitations of the claim. 

Claim 9 is limited to "a programmable ear plug system providing an audible 
alarm." Like stated in the treatment of claim 8, the amendments to this claim assume 
the form of those treated apropos claim 1 . However, this claim requires "an external 
programmer." The programmer contains two elements: "a programmer by which the at 
least one programmable alarm tone can be programmed from a plurality of 
programmable alarm tones" and "an external interface that is removably interfaced to 
the removable ear plug via the programming channel through the interface and the 
recharging interface." Both elements exist in Williams. The programmer is seen in the 
rejection of claim 1 supra, namely the software that allows user interface with a PC 
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including selection of a sound. The external interface is best drawn to element 31 of 
figure 3 since it provides all signaling and recharging power to the processor 35 and 
battery 23 of Williams. Therefore, Williams in view of the ATtiny12 specification 
anticipates all limitations of the claim. 

Claim 17 is limited to "a method for providing a programmable audible alarm 
through an electronic ear plug." The rejection of claim 1 highlighted that Williams 
discloses providing a user interface through a PC separated from the ear plug to 
ameliorate the difficulty in programming an ear plug through an integrated interface and 
that said PC user interface includes a sound selection mechanism to choose the sound 
reproduced by the ear plug. In this way, use of Williams system includes "programming 
via the programming interface... at least one programmable alarm tone from a plurality 
of programmable alarm tones." Again, since the programmable alarm tone must be 
loaded— i.e., downloaded— to the ear plug and since all programming is done through 
the PORTB driver interface, which corresponds to the programming interface, Williams 
discloses "downloading. ..the at least one programmable alarm tone from the 
programming interface into a memory provided within the audible alarm circuit and 
maintained in the electronic ear plug." Therefore, Williams in view of the Atmel 
ATtiny12 specification anticipates all limitations of the claim. 

Claim 18 is limited to " method according to claim 17," as covered by Williams in 
view of the Atmel ATtiny12 specification. The "programming input control and logic 
through controls external to the electronic ear plug by which the at least one 
programmable alarm tone can be programmed (i.e., selected) from a plurality of 
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programmable alarm tones" was shown to be anticipated by Williams apropos the 
rejection of claims 1 and 17. Therefore, Williams in view of Atmel ATtiny12 specification 
makes obvious all limitations of the claim. 

Claims 3-5, 7, 10, 14-16 and 19-21 are rejected for the above reasons relating to 
their respective parent claims and the reasons presented in the Final Rejection filed 15 
June 2006. Therefore, Williams in view of the Atmel ATtiny12 specification anticipates 
all limitations of the claims. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Williams in view of 

the Atmel Attiny12 specification and further in view of Aceti (US Patent 6,253,871). 

Claim 2 is rejected for the same reasons presented above regarding claim 1 as 

well as the respective reasons set forth in the Non-Final Office Action filed 30 January 

2006. 



2. 



Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Williams in view of 
the Atmel Attiny12 specification and further in view of Knapp (US Patent 5,253,300). 
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Claim 11 is rejected for the same reasons presented above regarding claim 9 as 
well as the respective reasons set forth in the Non-Final Office Action filed 30 January 
2006. 

3. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Williams in view of 
the Atmel Attinyl 2 specification and further in view of Mizoguchi et al. (US Patent 
5,566,226). 

Claim 13 is rejected for the same reasons presented above regarding claim 9 as 
well as the respective reasons set forth in the Non-Final Office Action filed 30 January 
2006. 

Response to Arguments 

Applicant's arguments filed 21 August 2006 have been fully considered but they 
are not persuasive. 

On pages 8-13 of the instant response, the applicant alleges that there exists no 
motivation to provide the new limitations concerning programming, by an external 
programmer, a programmable alarm tone from a plurality of alarm tones. However, it is 
the examiner's position that the cited prior art actually anticipates these limitations. 
Ergo, applicant's charge is a straw-man argument, mischaracterizing the examiner's 
position, and is moot. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter F. Briney III whose telephone number is 571- 
272-7513. The examiner can normally be reached on M-F 8am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on 571-272-7564. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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